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1 hereby certify thai this paper is being transmitted by faainrile to llie U.S. Paiaii and Trademark Office on January 27 
2006. ' 



Name: Kgy^affind 



DECLARATION UNDER 37 CFR 5 1.131 

Commissioner for Patents 
Washington, D.C. 20231 

Dear Sir: 

1, John D. Hilgren, declare and state the following: 

1 . I am an inventor of the subject matter of the patent application identified above 
and an employee of Ecolab, Inc., the assignee of the patent application identified above. 

2. I understand that the Examiner has cited Hei (US 6,024,986) as prior art in 
prosecution of the application identified above. I understand that the Hci patent was filed on 
May 24, 2999. 

3. I further understand that the filing date of the present patent application Serial No. 
09/614,631 is July 12, 2000. 

4. I state that before the date of the Hei patent, before May 24, 1999, my coinventors 
and I invented the subject matter described and claimed in the patent application identified 
above. 

5. The claims of the patent application identified above relate to compositions 
including: 

about 35 to about 45 weight-% acetic acid, about 5 to about 15 weight-% 
octanoic acid, about 3 to about 8 weight-% hydrogen peroxide, about 8 to about 
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16 weight-% peroxyacetic acid, about 1 to about 5 weight-% peroxyoctanoic acid, 
and about 0.1 to about 2 weight-% chelating agent; 

about 40 weight-% acetic acid, about 1 0 wcight-% octanoic acid, about 5 
weight-% hydrogen peroxide, about 12 weight-% peroxyacetic acid, about 3 
weight-% peroxyoctanoic acid, and about 0.6 weight-% chelating agent; 

about 10 to about 150 ppm acetic acid, about 5 to about 40 ppm octanoic 
acid, about 4 to about 20 ppm hydrogen peroxide, about 5 to about 50 ppm 
peroxyacetic acid, about 2 to about 25 ppm peroxyoctanoic acid, and about 0.2 to 
about 2,5 ppm chelating agent; 

about 133 ppm acetic acid, about 33 ppm octanoic acid, about 17 ppm 
hydrogen peroxide, about 40 ppm peroxyacetic acid, about 10 ppm 
peroxyoctanoic acid, and about 2 ppm chelating agent; 

about 50 to about 60 weight-% acetic acid, about 1 0 to about 20 weight-% 
octanoic acid, about 5 to about 15 weight-% hydrogen peroxide, and about 0.3 to 
about 1 weight-% chelating agent; or 

about 54 weight-% acetic acid, about 14 weight-% octanoic acid, about 10 
weight-% hydrogen peroxide, and about 0.6 weight-% chelating agent; 
Each claimed composition also has at least about I part by weight of peroxyoctanoic acid for 
each about 5 parts of peroxyacetic acid. 

The present patent application includes at page 15 several tables describing embodiments 
of the claimed compositions. Two of the tables describe concentrate and use compositions 
including: 



Chemical 


Wt-% 


ppm 


Acetic Acid 


40 


133 


Hydrogen Peroxide 


5 


17 


HEDP 


0.6 


2 


Octanoic Acid 


10 


33 


Peroxyacetic Acid 


12 


40 


Peroxyoctanoic Acid 


3 


10 



One of the tables describes raw materials that can be used to make the concentrate composition 
described above. These raw materials include: 
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Raw Material 


Weight % 


Glacial Acetic Acid 


54 


Hydrogen Peroxide, 35% 


30 


HEDP, 60% 


f 1 


Octanoic Acid, 95% 


15 



6. During the research and development leading to the claimed compositions, and 
before May 24, 1999, my coinventors and I made several compositions meeting the limitations of 
the claims of the present application and including the compositions described in the tables in 
paragraph 5 above. 

7. Accompanying Exhibit A reports studies of compositions that meet the limitations 
of the present claims and including the compositions described in the Tables in paragraph 5 
above. In Exhibit A, the initial, concentrate, and use compositions described in the tables in 
paragraph 5 above are referred to as "Falcon 15 O". The composition called u Falcon 15 AE" 
also meets the limitations of the present claims. The contents of these formulas can be found at 
page 9- 1 0 of Exhibit A. Page 9 of Exhibit A describes the stability of these formulas. The pages 
of the report attached as Exhibit A were prepared before May 24, 1999. 

8. The evidence presented in Exhibit A indicates that, before May 24, 1999, my 
coinventors and I invented the subject matter described and claimed in the patent application 
identified above. Moreover, Exhibit A demonstrates the concentrations of the compositions 
called Falcon 15 O and Falcon 1 5 AE, as invented prior to May 24, 1999, fit within the claims of 
the present invention. Pages 1 and 9 of exhibit A also demonstrates the compositions of Falcon 

1 5 invented prior to May 24, 1 999, were physically stable. 

9. I further declare that all statements made herein of my own knowledge are true 
and that all statements made on information and belief are believed to be true, and further that 
these statements are made with the knowledge that willful false statements and the like are 
punishable by fine or imprisonment, or both, under section 1001 of Title 18 of the United States 
Code, and that such willful false statements may jeopardize the validity of this application or any 
patent issuing thereon. 




120/GOOg] 



Q-|n09 $ 1NVH3H3N 



1806286219 XVJ 9002/12/10 



8k90:(ss-iuiu) NOIlVyna . L8062CC3l9:aiSD * 00C8C22:SINQ * t3/9-dyXfi-01dSn:yAS » [^usi pjepueis uj^jsch] Wd ^^GG^ 900^<:/L IV QAOd * tZ/Ot 30Vd 



EXHIBIT A 
DATED DECEMBER 23, 2005 
APPLICATION NO. 09/614,631 
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